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LEGISLATING AGAINST COPYRIGHT
INFRINGEMENT ACROss BORDERS:

AN

EXAMINATION OF CANADA'S EFFORTS
TO KEEP PACE WITH TECHNOLOGY

THE

Julie DeWeese*
innovations and creations of individuals in a given society are

a valuable and integral aspect of the society.' In an effort to protect these innovations and creations, societies have either applied
principles of common law or have statutorily implemented copyright,
trademark, and patent protection. 2 Because the main case in this note
deals with copyright law, the focus of the note will be solely on copyright
law. On an international scale, treaties like the World Intellectual Property Organization (WIPO) Copyright Treaty and the Trade-Related Aspects of Intellectual Property Rights (TRIPS) Agreement have been
implemented to enforce copyright protections in an age where the Internet makes it easy to download works without paying royalties to the
creators. 3 In the 2004 case, Society of Composers, Authors & Music Publishers of Canada v. Canadian Association of Internet Providers, the Supreme Court of Canada considered who should pay royalties to musicians
and composers when their copyrighted music is downloaded in Canada
from an Internet server located outside the country. 4 The Court held that
Internet service providers (ISPs) are not users under Canada's Copyright
Act, and therefore, do not have to pay royalties for illegally downloaded
music. 5 While the Supreme Court of Canada made a valid attempt to
DeWeese is a J.D. candidate at SMU Dedman School of Law, 2012. She
received her undergraduate degree from St. Edward's University in Austin, Texas,
in English writing and rhetoric. Julie would like to thank her family for all of their
support and encouragement.
WIPO National Seminar on Copyright, Related Rights, and Collective Management., WoRLu)D Irniu'. PROPEIRTY ORG. (WIPO), 2 (Mar. 2, 2005), WIPO Doc.
WIPO/CR/KRT/05/4.
Overview: The TRIPS Agreement, WomurL TRADE ORG. (WTO), http://www.wto.
org/english/tratop e/trips-e/intel2_e.htm (last visited Mar. 2, 2011).
Amanda M. Witt, Burned in the USA: Should the Music Industry Utilize Its American Strategy of Suing Users to Combat Online Piracy in Europe?, 11 Colum. J.
EUR. L. 375, 376 (2005); Overview: The TRIPS Agreement, supra note 2; Summary:
WIPO Copyright Treaty (WCT) (1996), WIPO, http://www.wipo.int/treaties/en/ip/
wct/summarywct.html (last visited Mar. 2, 2010).
Soc'y of Composers, Authors & Music Publishers of Can. v. Can. Ass'n of Internet
Providers, [2004] 2 S.C.R. 427, 1 1 (Can.).
Id. $1 131-32.
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enforce copyright protection for the works of its citizens, the Court failed
to carefully consider the WIPO Copyright Treaty and the TRIPS Agreement, both of which should be reconsidered by their respective organizations due to rapidly changing technology.
This article will analyze Society of Composers and will compare the
ruling of the case with the provisions of two treaties to which Canada is a
signatory, along with statutes and cases from other countries. The following section will contain a brief overview of the primary case and the issues
that arose under it. Section II will discuss the legal and historical context
for the case and how the case relates to treaties signed by Canada. Section III will analyze how the holding of this case fits into today's legal
context with a specific focus on the treaties. Finally, section IV will discuss the implications of the case and how the law has changed since the
case was published.
I. THE PRIMARY CASE: SOCIETY OF COMPOSERS,
AUTHORS & MUSIC PUBLISHERS OF CANADA V.
CANADIAN ASSOCIATION OF
INTERNET PROVIDERS
Advocates of strict copyright laws have gone so far as to blame ISPs for
the continuous violations of copyright laws by their users. 6 The Society of
Composers, Authors, and Music Publishers of Canada (SOCAN) is one
such advocate. As the appellants in Society of Composers, SOCAN argued that royalties should be imposed against ISPs who allow users to
violate copyright laws. 7 Applying section 2.4(1)(b) of Canada's Copyright Act, the Supreme Court of Canada found that Internet intermediaries, also known as ISPs, are not "users" as defined under the
act, and therefore, are not liable to pay royalties to the artists. 8
Before Society of Composers went to the Supreme Court of Canada,
however, it started out as a proposal by SOCAN for a tariff that would
have required a license and a royalty fee for musical works owned by
SOCAN to be communicated to the public via telecommunication. 9 The
Copyright Board of Canada, an administrative body that has the authority to hold hearings without the presence of a legally trained member,
heard SOCAN's tariff proposal.' 0 While the Copyright Board usually
deals with general application of copyright laws, the decisions of which
cannot be appealed, where there are issues regarding questions of law, a
Canadian court may have appellate jurisdiction.'
SOCAN, which was formed under the Copyright Act to represent both
Canadian and foreign music composers, authors, and publishers, brought
Id. 11 14-15.
Id.
Id. 11131-32.
Id. 1 12.
Id. 11 12, 49 (noting that while a legally trained member is not required, the Chair
of the Board must be either a current or former judge).
11. Id. J 49.
6.
7.
8.
9.
10.
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before the Copyright Board a proposal for the imposition of Tariff 22 on
Internet telecommunications. 12 In doing so, SOCAN referred to certain
provisions of the Copyright Act to argue that licenses and royalties were
due to the artists based on the provisions and definitions of the statute.' 3
Section 2.4(1) of the Copyright Act in part states that persons who communicate copyrighted works via telecommunication to the public are liable for their transmissions. 14 "Public" refers partly to "persons who
occupy apartments, hotel rooms or dwelling units situated in the same
building."15 "Communication to the public," is defined under the statute
as a work or subject matter meant to be received by those persons who
comprise the public. 16 But Justice Binnie, writing for the Supreme Court
of Canada, defined communication in its ordinary sense, as "to impart or
transmit."17 Finally, section 2 of the Copyright Act defines "telecommunication" as "any transmission of signs, signals, writing, images or sounds
or intelligence of any nature by wire, radio, visual, optical or other electromagnetic system."' 8
Opponents of Tariff 22 were Canadian ISPs who supplied Internet access to users who uploaded the copyrighted content and to end users who
viewed the content.' 9 They argued that they were not communicating the
protected music, as defined under the statute. 20 Despite the fact that the
ISPs may not have transmitted the entire work, the Copyright Board
found that they did transmit some part of the work, and therefore, were
found to have communicated under the statute. 2 1
To better understand the issues presented by the parties, one must first
understand how the Internet facilitates communication between the content provider and the end user. Where ISPs are involved, content providers must pay a fee to store their files on a host server, provided by the
ISP, from which content is transmitted to end users. 22 Any musical work,
for example, posted on a host server can then be accessed by an individual anywhere in the world so long as that individual has service from an
ISP.23
12.
13.
14.
15.
16.

Id. TT 11-12.
Id. T 12.
Canada Copyright Act, R.S.C., 1985, c. C-42, § 2.4.
Id.
Id.

46 (citing SHORTER OxFORDu ENGLIsii Dic17. Soc'y of Composers, 2 S.C.R. 427,
TIONARY ON HISTOIuCAL PRINCIP i~s 463 (5th ed. 2002)).

18. R.S.C., c. C-42, § 2.
19. Soc'y of Composers, 2 S.C.R. 427, 9 16.
20. Id. 1 22; R.S.C., c. C-42 (Section 2.4(1) of the Copyright Act provides: "For the
purposes of communication to the public by telecommunication . .. (b) a person
whose only act in respect of the communication of a work or other subject-matter
to the public consists of providing the means of telecommunication necessary for
another person to so communicate the work or other subject-matter does not communicate that work or other subject-matter to the public . . .
21. Soc'y of Composers, 2 S.C.R. 427, 1 22.
22. Id. 1 18.
23. Id.
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Initially, SOCAN wanted to impose royalties against not only ISPs, but
also against what the Court called "Backbone Service Providers," or
those companies that provide the infrastructure necessary to support Internet service such as fiber optic cable and telephone lines. 2 4 But they
later singled out ISPs because of the providers' abilities to control the
content of a particular website.25 SOCAN was particularly concerned
with "caching" being conducted by the ISPs and argued the cache copies
that had been retransmitted violated the Copyright Act. 2 6 Caching is the
process of making a temporary copy, or "cache copy," of a website's content when it is visited by an end user.27 The cache copy is then retained
for the next user to view, ultimately enhancing the speed at which the
subsequent end user receives the information and reducing the costs incurred by the ISP. 2 8 Although cache copies are not permanent, the ISP
has discretion in deciding when to terminate a particular cache. 29
After consideration of the issues before it, the Copyright Board held
that ISPs, acting in their ordinary course of business rather than as content providers, could not be forced to pay a royalty under the Copyright
Act because their activities did not constitute communications under the
act, and thus did not violate copyright protections. 30 But the Copyright
Board also held that where the ISPs did provide content to be accessed
by other users, such as music stored on servers located in Canada, those
service providers would have to pay a royalty.3 ' The Copyright Board
further held that mere knowledge of an infringement was not enough to
impose a royalty on a service provider; rather, a royalty would be imposed on the provider if it granted a content provider permission to infringe a copyright. 32 Finally, the Copyright Board found that caching was
a practical necessity because it related to the quality of service provided
by the ISP and reduced the provider's costs. 3 3
Finding little satisfaction from the holding of the Copyright Board, SOCAN appealed the decision to the Canadian Federal Court of Appeals on
the grounds that it involved legal questions. 34 Upon review, the appellate
court found that an application of the real and substantial connection test
was proper to determine whether a certain communication had any real
and substantial connection to Canada or the ISP.35 The real and substantial connection test is a type of balancing test that looks at weighing factors such as the locations of the ISPs, the content providers, the ultimate
24.
25.
26.
27.
28.
29.
30.
31.
32.

Id. 1 14-15.
Id. 19.
Id. 1$ 23-24.
Id. 9 23.
Id.
Id.
Id. 9 28.
Id.
Id. 1 33.

33. Id.
34. Id.

1 38.
1 35.

35. Id. 9 36.
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users of the content, and the host server. 36
Under Canada's real and substantial connection test, the appellate
court unanimously found that the Copyright Board erred as a matter of
law when it failed to consider factors such as the locations of the end
users, content providers, and host servers.3 7 Further, the court concluded
that caching, even in the context of improving service, violated the Copyright Act and was not a practical necessity as the Copyright Board had
found. 38 The case was then appealed by the ISPs to the Supreme Court
of Canada.
This issue of how to protect copyrighted works has become increasingly
important in the purview of global economics, especially with advancements in technology and increasing globalization.3 9 And while solutions
to upholding copyright owners' rights abound, there is still the problem of
how to enforce these rights on an international level. 40 Treaties like the
Berne Convention, the WIPO Copyright Treaty, and the TRIPS Agreement attempt to solve this issue.4 1 Yet these international agreements
have failed to account for the rapidly enhancing technology and have left
countries in a stalemate over copyright protection and enforcement. 4 2
Society of Composers illustrates the need to amend existing treaties to
take into account recent technological innovations and the increasingly
globalized market.
For a better understanding of the issues in this case, consider the following hypothetical. John is a content provider who has purchased storage space on a host server that is operated by XYZ Co., an ISP with its
principal place of business in the United States. As part of their agreement, John agrees not to post illegal content such as copyrighted materials for which he has not paid royalties, but he knows that XYZ Co. does
not monitor the content that is posted. John subsequently posts a copyrighted song written and performed by Group X to his website and makes
the song available for others to download without paying a fee. John
lives in the United States, but people all over the world can access his
website and download the song he has posted. Group X is a band that
holds copyrights to all of its songs in several countries, including Canada
and the United States. Assume now that Jane, a woman living in Canada
and a fan of Group X, comes across John's site and decides to download
36. Id.

$ 60-61.

37. Id. 9 37.
38. Id. 9 38.

39. See, e.g., Heather Nehila, Note, InternationalCopyright Law: Is it Music to American Ears?, 16 Timie. INT'L & Comr. L.J. 199, 220 (2002).
40. Id. at 215 (noting that jurisdiction and choice-of-law issues have hindered the
United States' efforts to combat copyright violations).
41. WIPO Copyright Treaty, Dec. 20, 1996, S. TRiA-ry Doc. No. 105-17; Agreement
on Trade-Related Aspects of Intellectual Property Rights, Including Trade in
Counterfeit Goods, Apr. 15, 1994, 1994 WL 171191 [hereinafter TRIPS Agreement]; Berne Convention for the Protection of Literary and Artistic Works,
opened for signature Sept. 9, 1886, S. TRrATY Doc. No. 99-27 [hereinafter Berne
Convention].
42. Nehila, supra note 39, at 216.
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the posted song. Although the song is copyrighted in both countries,
neither John nor Jane paid royalties to use the song. This situation is
exactly why SOCAN wanted to impose a tariff against the ISPs-because
it was easier for them to pursue royalties from a company than from individuals. But copyright laws vary between nations and sometimes countries do not even apply the minimum standards required by current
43
treaties, as seen in Part III of this case note.
II.

LEGAL BACKGROUND: INTERNATIONAL COPYRIGHT
TREATIES, PRECEDENT, AND THE SUPREME
COURT OF CANADA

The English common law began recognizing copyrights shortly after
the invention of the printing press. 44 Since then, copyright laws have
evolved with changing technology. 45 But despite society's best efforts to
curb infringement of these rights, technology remains one step ahead,
giving people access to copyrighted material and leaving the creators with
little to no return for their work. 46 In this age, sharing via the Internet is
becoming more pervasive in societies with the infrastructure to support
such a system.4 7 This proliferation of readily available technology and
connection to the Internet has created myriad copyright issues for artists,
companies, and countries attempting to regulate intellectual property
48
rights both on domestic and international levels.
The most recent international enactment of copyright protection is the
WIPO Copyright Treaty, enacted in December 1996.49 The first convention to consider issues of copyright protection was the Berne Convention,
to which Canada became a signatory in 1928.50 Since then, the Berne
Convention has undergone several amendments and has been adapted
into both the WIPO Copyright Treaty and the TRIPS Agreement. 5 ' Canada is a signatory to both of these treaties, but has not enacted either of
43. Id.
44. WIPO,

INTRODUCfl-ON TO INTE-LLECUAL PROPERTY THEORY AN) PRAIcce

23

(1997).
45. Id. at 25.
46. See, e.g., Nehila, supra note 39, at 199-200 (discussing the impact of MP3 technology on copyright infringement in the digital music arena).
47. Soc'y of Composers, 2 S.C.R. 427, 9 129 ("The internet makes it possible for large
numbers of people to rapidly copy protected materials worldwide . . .
[D]evelopments have led some to hypothesize that copyright law is dead because
technology is so far ahead of the law that enforcement is impossible, and should
not even be attempted.") (quoting Matthew V. Pietsch, International Copyright
Infringement and the Internet: An Analysis of the Existing Means of Enforcement,
24 HASTINGS COMM. & EN-r. L.J. 273, 278 (2002)).

48. Nehila, supra note 39, at 220.
49. Id. at 201.
50. Berne Convention, supra note 41; Contracting Parties to the Berne Convention,
WIPO, http://www.wipo.int/treaties/en/ShowResults.jsp?lang=en&treaty-id=15
(last visited Nov. 7, 2010).
51. WIPO Copyright Treaty, supra note 41; TRIPS Agreement, supra note 41.
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them. 52
Like the U.S. Congress, the Parliament of Canada has the ability to
enact laws that can be enforced on citizens of foreign countries.5 3 But as
the Court in Society of Composers notes, courts do not presume that Parliament writes laws in this way, especially where there is no provision
giving extraterritorial effect. 54 The fact that the court will not read extraterritorial effect into a statute, such as the Copyright Act, is significant to
the outcome of Society of Composers.55 Further, "the real and substantial connection test" applied by the appeals court in this case was first
adopted by the Supreme Court of Canada in its decision in Morguard
Investments Ltd. v. De Savoye to rein in the extraterritorial jurisdiction. 56
Morguard involved a mortgage default claim, in which one party resided
in Alberta and the other had moved to British Columbia after defaulting.57 Although the case dealt with two parties in different provinces, the
Court noted that it adapted its holding from a rule recognizing judgments
in foreign countries where they concern Canadian citizens.58 More recent
cases out of the Supreme Court of Canada have reaffirmed the "real and
substantial connection test," noting that the test reflects the realities of
territorial limits and realizes respect for the laws of other nations. 59
The Court in Society of Composers held that the case should be remanded back to the Copyright Board to decide whether Tariff 22 should
be enacted in accordance with the Court's opinion.6 0 The Court found
that an ISP is not liable for royalties to copyright holders as long as it is
acting merely as a "conduit" for communications. 6 1 Further, the Court
extended the decision of the Copyright Board by holding that ISPs do not
authorize their users to violate copyright laws even when they know that
their users might commit such violations. 62 Basing its holding on the legislative policy of the Copyright Act, the Court noted that an ISP cannot
possibly monitor all of the content users post each day.6 3 Using the "real
and substantial connection test," the Court found that the test was more
than sufficient to justify bringing claims against those providers outside
the country, especially because Canada has a public interest in the infor52. Soc'y of Composers, 2 S.C.R. 427, T 65; Contracting Partiesto WIPO Copyright
Treaty-Canada, WIPO, http://www.wipo.int/treaties/en/Remarks.jsp?cnty-id=
1505C (last visited Mar. 2, 2010); Understandingthe WTO: Members and Observers, WTO, http://www.wto.org/english/thewto e/whatis eltif e/org6_e.htm (last
visited Mar. 2, 2010).
53. Soc'y of Composers, 2 S.C.R. 427, 54.
54. Id.
55. Id. 57.
56. Id. 60.
57. Morguard Invs. Ltd. v. De Savoye, [1990] 3 S.C.R. 1077, T 2 (Can.).
58. Id. 22.
59. Soc'y of Composers, 2 S.C.R. 427, 60 (citing Tolofson v. Jensen, [1994) 3 S.C.R.
102, 104).
60. Id. 133.
61. Id. I 101.
62. Id. 1 101, 103.
63. Id. 9 101 (the court cites evidence that one Internet service provider in general
delivers "11 million transmissions a day.").
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mation that enters and exits the country. 64 Finally, the Court held that
caching is protected under the Copyright Act because the main purpose
of caching is to streamline service, not to violate copyright. 65
Although the Court had plenty of its own authority on which to rely, a
good deal of the Court's analysis also considered the decisions of other
countries regarding copyright law.6 6 Among the statutes cited by the
Court were the E-Commerce Directive of the European Commission and
the Australian Copyright Amendment (Digital Agenda) Act 2000.67 Notably, the Court cited the E-Commerce Directive for the proposition that
either the country in which the transmission is received or the country
from which the transmission is sent can take jurisdiction of the communication as long as there is a connection to its territory and the country, as a
matter of national policy, chooses to take jurisdiction. 68 Australia, also a
signatory to the WIPO Copyright Treaty, permits Australian copyright
holders to impose royalties on communications sent and received inside
and outside Australia. 69 The Court also made note of a case concerning
copyright protection between the United States and France in which the
United States refused to grant an injunction mandated by a French court
that had ordered a U.S. company to block its French users from access to
an auction because of the harm that would have been suffered in the
place of reception, France. 70 Although in that case, the U.S. federal court
refused to grant the injunction based on the First Amendment of the U.S.
Constitution, not on jurisdictional justifications. 7 1
The Supreme Court of Canada analyzed the laws of other countries to
ensure that it could in fact claim jurisdiction over copyright conflicts
originating both in Canada and in other countries. 72 The Court found
that several nations were willing to take jurisdiction outside their own
countries and that Canada would also be justified in doing so. 73 Surprisingly, the only treaty mentioned by Justice Binnie is the WIPO Copyright
Treaty, to which he noted Canada is a signatory, but not a party. 74 He
cited the treaty for the proposition that multiple royalties cannot be imposed on one work in different countries that are parties to the treaty.7 5
64. Id. $$ 60-62. Justice Binnie is careful to point out that while Canada can apply the
Copyright Act to Internet transactions occurring on an international level, the
country is still mindful of the laws of foreign countries also involved. Id. 60.
65. Id. 116.
66. Id. 1 64, 69, 70, 73, 75.
67. Id. 19 66, 73.
68. Id. 1 68.
69. Id. 11 73-74.
70. Id. 75 (citing Yahoo!, Inc. v. La Ligue Contre Le Racisme et L'Antisemitisme,
145 F. Supp. 2d 1168 (N.D. Cal. 2001)).
71. Id.
72. Id. 99 76-78.
73. Id. 9 76.
74. Id. 1 65; see also Contracting Partiesto the WIPO Copyright Treaty, WIPO, http://
(last visited
www.wipo.int/treaties/en/ShowResults.jsp?lang=en&treaty-id=16
Nov. 6, 2010) (showing that Canada remains a signatory of the treaty but is currently not a party).
75. Soc'y of Composers, 2 S.C.R. 427, 1 65.
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Nevertheless, the Supreme Court of Canada asserted its ability to take
jurisdiction over foreign matters via the "real and substantial connection
test" and Justice Binnie reemphasized that when Canada is the country
where the communication is transmitted or received, the Court's ability
to claim jurisdiction is in accordance with international copyright
guidelines. 76
After ensuring that its legislation was in line with the predominant international legislation on copyright protection, the Supreme Court of Canada then turned to the specific language of the Copyright Act and the
intent of Parliament in its enactment.7 7 The Court started with the actual
language of the statute and found that the burden of proof was on the
copyright holder seeking to assert his or her right against another who
had communicated that right by telecommunication. 7 8 On its appeal, SOCAN took issue with section 2.4(1)(b) of the Copyright Act and argued
that the Act's exemption for ISPs should be narrowly construed.7 9 But
the Court disagreed and stated that ISPs would be shielded from liability
as long as they did not participate in acts that dealt with the content of
the communication.80 In a parliamentary report, a sub-committee expressed the need for the Copyright Act to incorporate a broader definition of telecommunication, which it later adopted as an amendment to
the Act, reflected in section 3(1)(f). 8' Along with this amendment, the
sub-committee commented that ISPs who were merely intermediaries
should not be held liable under the broadened definition. 82 The comment served as a reminder to Canadian courts that the nature of the intermediaries' actions would continue to be important in the copyright
context.83
The Supreme Court of Canada also compared the wording of the Copyright Act to the statutes of other countries to determine that the language was consistent with and met the obligations of the WIPO
Copyright Treaty. 84 The Court again cited to the European E-Commerce
Directive, which states that operating a network of communication is
merely technical and passive, which implies the operator has neither
knowledge nor control of the information being communicated.8 5 And,
as the Court noted towards the end of its opinion, Parliament enacted the
Copyright Act to distinguish those who infringe copyrights to avoid paying for works from those who merely provide the Internet infrastructure
and, therefore, unavoidably impact the nation's economics with contin76.
77.
78.
79.
80.
81.
82.
83.
84.
85.

Id. $ 63.
See generally id. J9 89-91.
Id. 83 (quoting R.S.C., c. C-42).
Id. 88.
Id. 92.
Id. 90.
Id.
Id.
Id. 97.
Id. J 98.
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ued expansion and development. 86
In sharp contrast to the majority opinion is Justice LeBel's dissent. He
agreed with the Copyright Board that the legal standard required the host
server to be located in Canada but that he would not have applied the
real and substantial connection test.87 While Justice LeBel agreed that
Canada does have the authority to give extraterritorial effect to legislation, he looked directly to the Copyright Act to find that it does not expressly or implicitly give extraterritoriality.8 8 To reinforce his position
that the real and substantial connection test did not apply in this case,
Justice LeBel distinguished cases like Morguard and relied on treaties to
which Canada is a signatory. 89 Although Canada is only a signatory to
the WIPO Copyright Treaty and the TRIPS Agreement, Justice LeBel
dispelled the notion of the majority that the treaties could not be considered as interpretive aids.9 0 After all, Canada has an interest in following
international copyright practice.9' Justice LeBel's further problems with
the majority's approach were that it could result in awarding more royalties than necessary and its possibility of invading the privacy of end
users. 92
III.

PRACTICAL ANALYSIS & IMPLICATION-REVISING
COPYRIGHT LAW ON AN INTERNATIONAL LEVEL

Today, countries have the guidelines of the WIPO Copyright Treaty
and the TRIPS Agreement on which to base their copyright laws.9 3 And
while several nations have proven that they can adapt and apply treaty
mandates to their own jurisprudence, there still remain several issues with
copyright protection. 94 The first issue is that copyright infringement is
still being committed on an international level and possibly at a greater
rate due to advancements in technology over the past decade.9 5 This is
further exacerbated by the fact that worldwide Internet usage has risen
from about ten percent of the world's population in 2002 to more than a
quarter in 2009.96
86.
87.
88.
89.
90.
91.
92.
93.
94.
95.
96.

Id. 131.
Id. 134.
Id. 11 143-44.
Id. 1 147-48.
Id. 1 149.
Id. (noting that treaties like the WIPO Copyright Treaty bring domestic copyright
laws from different countries into harmonization with one another).
Id. at $19152-53.
Overview: The TRIPS Agreement, supra note 2; Summary: WIPO Copyright
Treaty (WCT) (1996), supra note 3.
See, e.g., Soc'y of Composers, 2 S.C.R. 427, 11 97-98.
Witt, supra note 3, at 377 (noting that initial copyright laws dealt with print media
and have not been modified to a great enough extent to take into account new
technologies, thereby creating copyright issues).
The Internet and the Development of the Digital Society, WIPO, http://
www.wipo.int/copyright/en/ecommerce/ip-survey/chapl.html (last visited Oct. 7,
2010); The World in 2009: ICT Facts and Figures, INT'L TELiicoMM. UNION, http://

www.itu.int/ITU-D/ict/materialfTelecom09_flyer.pdf (last visited Mar. 2, 2011).
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The second issue is enforcement. Copyright holders are no longer just
worried about individuals illegally downloading files; they now also have
to worry about whether certain countries are fulfilling the obligations imposed on them by treaties like the TRIPS Agreement.9 7 More recently, a
panel of the World Trade Organization (WTO) was called to resolve a
dispute over copyright laws brought by the United States against China.9 8
The United States argued that China's copyright laws did not comply with
the terms of the TRIPS Agreement because it denied copyright protection to works that China considered illegal. 99 Although the panel recognized China's right to prohibit certain works, it found that China's denial
of copyright protection for the works at issue was inconsistent with the
Berne Convention, which was incorporated under the TRIPS Agreement. 0 0 China was then asked to revise its copyright laws to conform to
the provisions the country had agreed to under the TRIPS Agreement
when it became a member. 10 '
The United States is particularly concerned with copyright protection
for its artists, especially as copyright industries generated sales of $89 billion in 2002.102 In a document distributed by the U.S. Copyright Office,
the United States makes light of the fact that there is no international
copyright law, but rather that protection is given by individual nations'
laws.1 03 But the United States must also take the extra step of ensuring
that the copyright protection it grants does not violate its own First
Amendment.104

In a recent decision out of the Tenth Circuit Court of Appeals, the
court held that section 514 of the Copyright Act did not violate the First
Amendment right to free speech.10 5 At issue in that case was whether
works removed from the public domain to have their copyrights restored
violated the First Amendment rights of a group of plaintiffs who relied on
those once public works to make a living.' 0 6 The Tenth Circuit looked at
congressional hearings and determined three things: (1) failing to restore
the copyrights would put the United States in violation of the Berne Convention and TRIPS Agreement, (2) not restoring the copyrights would
harm American artists' copyrights abroad, and (3) other countries would
97. See, e.g., Panel Report, China - Measures Affecting the Protectionand Enforcement
of IntellectualProperty Rights, 17, WT/DS362, (Jan. 26, 2009), available at 2009 WL
192579 [hereinafter Panel Report].
98. Id. at 17.
99. Id. at 16-17.
100. Id. at 32.
101. Id. at 133.
102. Press Release, Int'l Intell. Prop. Alliance, IIPA's New Economic Study Reveals the
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follow the United States' lead in this area.10 7
While Canada has established a legal test for determining when it will
enforce its copyright laws, there is still substantial variation within the
international community.108 Some countries, like Hungary and China,
have implemented strict punishments for copyright infringement on both
the criminal and civil levels.10 9 At the other extreme, other countries,
like Australia and Greece, have been more lenient in both implementing
and enforcing copyright infringement penalties.1 0 Yet all of these countries have something in common; they are all at least signatories, if not
parties, to the TRIPS Agreement and the WIPO Copyright Treaty.i'
As previously mentioned, the respective intergovernmental organizations have procedures for ensuring that copyright laws are enforced according to the provisions of the treaties, which provide the minimum
standards to be met.11 2 The majority in Society of Composers mentions
the WIPO Copyright Treaty, but does not fully analyze the treaty because
of the fact that Canada is only a signatory.'" 3 Further, the Court applies a
domestic law with no extraterritorial effects to a situation that could have
foreign consequences, which could be problematic for the country later.
So far, no challenges to the holding in Society of Composers have come
through the Canadian court system. But recent cases like Public Performance of Musical Works, Re reaffirm the standard of correctness that
the Court used in reviewing Society of Composers.114 As a side note,
Canada enacted proposed Tariff 22, but it was only effective until 2006
and only applied on an interim basis until 2007.115 The final language
adopted in the tariff was consistent with the holding of Society of Composers in that it did not single out liability for ISPs; rather, the tariff applied to online music services. 116
IV.

CONCLUSION

While courts around the world continue to attempt to protect copyrights, the simple fact is that technology has out-paced copyright law.
Those who hold copyrights need to be aware of the issues they face in
enforcing their rights, particularly when dealing with countries that do
not effectively implement the treaties to which they are parties. In this
Id. at 1086-87.
See, e.g., Nehila, supra note 39, at 219-20.
Id. at 219.
Id. at 219-20.
Understandingthe WTO: Members and Observers, supra note 52.
See, e.g., Panel Report, supra note 97, at 12.
Soc'y of Composers, 2 S.C.R. 427, $ 65.
Public Performance of Musical Works, Re, [2010] F.C.R. 348, $ 8 (Can.).
Statement of Royalties to be Collected by the Society of Composers, Authors, and
Music Publishers of Canada (SOCAN) for the Communication to the Public by
Telecommunication, in Canada, of Musical or Dramatico-Musical Works for the
Years 1996 to 2006, C. Gaz., 22A, 1 (Can.), available at http://www.socan.ca/pdf/en/
liccs/Tariff22AGAZ.pdf.
116. Id. at 1-2.
107.
108.
109.
110.
111.
112.
113.
114.
115.
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digital age, copyright holders have to take the initiative and lobby for
stronger protection of their rights on both national and international
levels, or they risk losing royalties on property rights to which they are
entitled. Furthermore, while countries like Canada have made policies
that attempt to deal with copyright protection issues, these countries cannot go it alone. Society of Composers may benefit Canada, but as the
dissent pointed out, treaties need to be followed even if they are used
merely for interpretive purposes.

360

LAW AND BUSINESS REVIEW OF THE AMERICAS [Vol. 17

